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In 2000 the European Commission
adopted a decision finding that under
the Safe Harbour agreement, the US en-
sures an adequate level of protection of
personal data transferred between the EU and the US.
The Safe Harbour agreement means that US compa-
nies, voluntarily can commit to respect European data
protection standards and today many companies re-
lies on Safe Harbour to lawfully transfer personal data
from the EU to the US.
However, the recent ruling of the CJEU (C-362/14)
states that the Safe Harbour decision, which lets US
companies use a single standard for consumer privacy
and data storage in both the US and the EU, is invalid
since it does not longer provide for an adequate level
of protection of personal data. The ruling comes after
the Austrian citizen Max Schrems brought a case
against Facebook in Ireland, claiming his privacy had
been violated by the NSA’s mass-surveillance pro-
grams (first revealed by Edward Snowden). The Irish

supervisory authority considered itself
not authorized to scrutinize the trans-
fer with reference to the Safe Harbour
decision. Notwithstanding, the CJEU

has declared that even if the Commission has adopted
a decision, the national supervisory authorities, when
dealing with a claim, must be able to examine, with
complete independence, whether the transfer of a
person’s data to a third country complies with the re-
quirements laid down by the directive.
This judgment has the consequence that the Irish su-
pervisory authority is required to examine Mr
Schrems’ complaint with all due diligence and, at the
conclusion of its investigation, is to decide whether,
pursuant to the directive, transfer of the data of Face-
book’s European subscribers to the United States
should be suspended on the ground that that country
does not afford an adequate level of protection of
personal data .
Click here for more information
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Court of Justice of the European Union
Data Protection: The CJEU declares Safe Harbour invalid

The CJEU has ruled a decision limiting the laws that
protect banking secrecy within the frame of an in-
fringement IP action. In the here concerned case, Coty
Germany was the exclusive licensee for the Commu-
nity trade mark DAVIDOFF HOT WATER for perfum-
ery. In 2011, Coty purchased from an internet auction
platform counterfeit perfume bearing its trade mark.
The seller had provided its bank details and Coty
made the payment to that account, at Stadtsparkasse
Magdeburg bank. Coty then contacted the bank re-
questing the name and address of the account holder
so that it could pursue the seller of the counterfeit
product. The bank refused to disclose its client’s de-
tails, invoking banking secrecy rules. Coty launched a
successful action in the Regional Court and the mat-
ter was appealed up to the Federal Court of Justice.
The question referred to the CJEU was whether the IP
Enforcement Directive, which protects intellectual
property rights, took precedence over national bank-

ing secrecy laws protecting personal data, in a situa-
tion where a client is suspected of dealing in counter-
feit goods. The Coty decision does not provide brand
owners with a “carte blanche” to obtain details of
banking customers—however, it states that national
laws must strike a fair balance between the right to
privacy enjoyed by banking customers and the need to
ensure that those carrying out unlawful activities are
not unfairly sheltered.

The end of banking secrecy laws
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The scope of black and white trademarks
BMW: colour trademarks vs b&w

According to the Specsavers deci-
sion, the CJEU ruled that if a trade
mark is used in a specific colour it
has not been registered for and is
well-known or has an enhanced
reputation for that colour, this can
be incorporated in the likelihood of
confusion test. Rights holders
should carefully study how they
want to use their trademark and
obtain a broader protection when
enforcing their rights against third
parties possible infringers.
Now, it has been the turn of The
German Federal Court
(BGH) which has recently issued a
decision on the scope of protection
of black and white trade mark regis-
trations in infringement proceed-
ings. In its ruling, it has stated that it
does not consider black and white

registrations to be identical to
marks using the same sign (device,
logo or stylised word) but in col-
our. This is true as long as the ap-
plied colour is "not negligible".
The defendant manufactured the
famous BMW emblem ( in color) to
be used as replacement part for
BMW cars. BMW claimed trade
mark infringement on the basis of
its black and white registration of
its emblem. The BGH stated that
the trademarks were not identical
since the scope of protection of
black and white registrations ex-
tends only to black and white uses
in double identity cases, as long as
the deviation in colour is not negli-
gible. However the Court relied on
the existence of likelihood of con-
fusion since goods were identical,

trade mark distinctiveness was
above average and the signs were
highly similar. The blue fields and
silver letters were not enough to
change the assessment of high vis-
ual similarity. Additionally, the
court stated that coloured repre-
sentations of the same sign will
regularly mean a likelihood of con-
fusion. By this ruling, the Court
abandons the notion of "black and
white covers all", which was the
previous assumption in Germany.

Ford Motor Company referred to the Court of Justice the European Union for a
preliminary ruling relating to the unauthorised manufacture of "spare part" wheel
trims bearing the trademarks of the original manufacturer in order to enable the
purchaser to make sure that his purchase matches the appearance of the rest of his
car. The referring court is the Tribunale Ordinario di Torino, Italy. The questions re-
ferred to the Court of Justice were:

a. Is it compatible with EU law to interpret Article 14 of Directive 98/71 and Ar-
ticle 110 of Regulation (EC) No 6/2002 as conferring on producers of re-
placement parts and accessories the right to use trademarks registered by
third parties in order to allow the end purchaser to restore the original ap-
pearance of a complex product and, therefore, also when the proprietor of the trade mark applies the
distinctive sign in question to a replacement part or accessory intended to be mounted on the complex
product in such a way that it is externally visible and thus contributes to the external appearance of the
complex product?

b. Is the repair clause set out in Article 14 of Directive 98/71 and Article 110 of Regulation (EC) No
6/2002 to be interpreted as constituting a subjective right for third-party producers of replacement
parts and accessories and, if so, does that subjective right include the right for such third parties to use
the trade mark registered by another party in respect of replacement parts and accessories, by way of
derogation from the rules laid down in Regulation No 207/2009 and Directive (EC) 89/104 and, there-
fore, when the proprietor of the trade mark also applies the distinctive sign in question to a replacement
part or accessory intended to be mounted on the complex product in such a way that it is externally visi-
ble and thus contributes to the external appearance of the complex product?

In its recent decision, the CJUE has ruled that Article 14 of Directive 98/71 and Article 110 of Regulation No
6/2002 do NOT authorize, as an exception to the provisions of Directive 2008/95 and Regulation no
207/2009, a manufacturer of spare parts and accessories of motor vehicles as wheel trims, to bear on those
products a mark identical to a registered mark, without the consent of the registered owner, alleging that the
use of that mark is the only way to repair the vehicle, restoring , as complex product, its original appearance.

Unauthorized use of registered marks: Ford vs Wheeltrims srl
Community Trademarks & Designs
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After ratifying the UPC Agreement on 6
August 2015, Portugal becomes the eighth
country to complete the necessary legal
procedures for ratification of the UPC
Agreement. Following Italy’s change of di-
rection in relation to the Unitary Patent
and UPC, the Italian government has also
formally notified the Council of the EU of
its intention to participate in the enhanced
cooperation regime. In the current situa-
tion, Spain together with Poland will be the
only Member States not ratifying the UPC.
As we may remember, Spain raised a num-
ber of complaints about the legal frame-
work that will underpin the unitary patent
reforms. It claimed, amongst other things,
that the translation requirements of the
new regime are discriminatory, arguing that
it is prejudicial to individuals whose lan-
guage is not English, French or German to
require unitary patent applications to be
filed in one of those languages and yet not
require their subsequent translation into
other EU languages. However, the CJEU
rejected Spain’s objections.

The group of companies Quimi Romar and Agrado Cosmetic Care 3000 has been sen-
tenced for unfair competition resulting from the law suit filed by Unilever. The company
Unilever reputed for its nutrition, hygiene and personal care famous brands alleged unfair
competition for copying the appearance and packaging of its products Axe, Moussel and
Royal Ambree, among others. In its ruling, the Spanish Court of Valencia clearly states that
the defendant’s products create confusion among consumers, imitate and take an unfair
advantage of the distictinveness and reputation of the earlier marks. The judge has omitted
the differences existing between the marks and has ruled out a decision relying on the ap-
pearance under which the products are offered within the course of trade, considering their
colours and packaging as an essential part of the product. The defendants have already de-
clared that an appeal has been lodged against this decision.

The importance of the appearance and packaging

Unfair competition

Unitary Patent and Unified Patent Court
Portugal the latest to ratify

The preparatory works of the Unitary Patent
and the Unified Patent Court (UPC) are in pro-
gress. Before summer time, we knew about the
official renewal fees (corresponding to annui-

ties) that will be applied to the future patents while recently we
have become aware of the proposed fees which will apply to
the UPC. Those will be implemented in accordance with the
German system breaking down in a fixed and a variable part de-
pending on the amount of the proceedings.

This proposal also contains recommendations regarding possi-
ble partial discounts on fees for Universities, SMEs, investigation
public centres and non-profit organisations. This document also
states the amount corresponding to recoverable legal costs and
calculation criteria to be applied to the variable fee.

ACTION- AMOUNT FIXED FEE VARIABLE FEE

Patent cancellation,
No infringement declaration

20.000 € 0

Infringement ≤ value 500.000 11.000 € 0

Infringement≤ value 1.000.000 11.000 € 5.000 €

Infringement ≤ value 2.000.000 11.000 € 15.000 €

Infringement ≤ value 5.000.000 11.000 € 30.000 €

Appeal 16.000 0

The fees of the UPC

The reputed and well known mark “ZARA” has been revoked for non use in Class 39 namely
“transport services”. On 2011 two Southafrican citizens filed a non use Cancellation Action

at the OHIM against the Community Trademark ZARA in Class 39. According to the CTMR if within a continu-
ous period of five years after the CTM has been registered it has not been put to genuine use, then the CTM
must be revoked unless there are proper reasons for non-use. The Office’s decision stated that the registered
owner has not submitted sufficient evidence proving the genuine and real use of the mark in the cited class
within the last five years and such decision has been ratified by the General Court. Notwithstanding, Inditex is
still far from having lost the war. In the event these two citizens start using the mark ZARA for services in
Class 39, Inditex will be entitled to file legal actions relying on the famous character of its mark which de-
serves a reinforced protection even for those goods/services not protected under its marks. The issue here
will be to demonstrate its worldwide famous character, which in our opinion will not be a difficult task.

Zara mark revoked in Class 39
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The new Rules of Procedure of the General Court of the European Union came into force
on 1 July 2015. They have been essentially simplified in order to speed up its procedure
and to improve its efficiency. Additionally, some new rules have been enacted to regulate
matters where no regulation existed before
With regard to intellectual property matters the following changes should be particularly noted:

 The Judge-Rapporteur will rule sitting as a single judge in essentially straightforward or of limited im-
portance cases.

 The applicant will choose the language and in case of an objection, the language of the proceedings will
be the language of the decision of the OHIM Board of Appeal

 Where an IP right has been transferred to a third party, that third party may apply to the General Court to
step into the shoes of the original party

 Only one single round of pleadings will be allowed in the written part of the procedure.
 The New Rules specifically establish a maximum length of the written pleadings.

Within the general new rules, the following changes should also be taken into account:

 An application to intervene may only be submitted within six weeks of the publication of the notice of the
action in the Official Journal of the European Union.

 As with hearing requests, the time limit is now three weeks from the notification to the parties of the clo-
sure of the written part of the procedure.

 The General Court can now rule without a hearing
Although the new regulations have already come into force, there is a transition period were the Rules 1991
shall apply to proceedings already initiated in relation specifically to the application to intervene, the lan-
guage of proceedings and the second round of pleadings .

General Court of the European Union
New regulation

Lacoste wins definitely the crocodile

General Court: Devices and Notoriety

The General Court of the European Union has ruled a
decision in case T-364/13 strengthening the protec-
tion over the crocodile device of the French company
Lacoste which has now become untouchable. The
Polish company Mocek and Wenta sought to register
at the OHIM, the Community Trademark application
No. 5686845 consisting on the representation of a
caiman. According to the case law the global assess-
ment of a likelihood of confusion must be based on
the overall impression given by the signs at issue, tak-
ing into account all factors relevant to the circum-
stances of the case, and, particularly, the marks’ dis-
tinctive and dominant elements. In this case, the rele-
vant factors to be considered in the assessment of
similarity between two marks were phonetic similari-
ty, graphic similarity and conceptual similarity.
Moreover, it is settled case law that the graphical rep-
resentation of an animal cannot be the subject of ex-
clusive trade mark rights. Clearly, an animal can be

represented in a broad vari-
ety of ways, and it cannot
be assumed that a likeli-
hood of confusion may ex-
ist just because the same
animal is represented in the
confronted marks. The rep-
resentation of an animal
cannot be the subject of
monopoly rights.
Notwithstanding the above and although the obvious
differences existing between the confronted trade-
marks giving rise to a visual dissimilarity, the Lacoste
crocodile has won again this battle since the Court
felt that the degree of conceptual similarity of the
signs at issue might lead to confusion given the highly
distinctive character that Lacoste’s mark had acquired
for leather goods, clothing and footwear .
Click here the see the whole decision.
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